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DETAILED ACTION 

Response to Amendment 

1 . Applicant's request for continuing examination (RCE), amendment and 
accompanying remarks filed 12/07/09 has been fully considered and entered. Claims 1, 
20, 29 and 30 have been amended as requested. Applicant's amendments are found 
sufficient to overcome the rejections of claims 1-3, 19-23,26-27,29-30 rejected under 35 
U.S.C. 103(a) as being unpatentable over Cooray et al., US 2003/021 1328 in view of 
Prescher et al., US 6,143,816. Specifically, the combination of prior art does not teach 
the claimed epoxy resin advanced with phosphorus. As such, these rejections are 
hereby withdrawn. However, upon further consideration the following new ground of 
rejection is set forth herein below. 

Claim Rejections - 35 USC § 103 

2. The text of those sections of Title 35, U.S. Code not included in this action can 
be found in a prior Office action. 

3. Claim1-3, 19-23,26-27,29-30 rejected under 35 U.S.C. 103(a) as being 
unpatentable over Asano et al., JP 1 1279258 in view of Prescher et al., US 6,143,816. 

The published JP abstract issued to Asano et al., teach a halogen free flame 
retardant epoxy resin (abstract). Said resin is prepared by reacting epoxy with an 
organophosphorus having active hydrogen (abstract). Said resin is employed in a 
laminated board and exhibits excellent thermal resistance (abstract). Asano et al., does 
not teach adding a flame retardant filler material such as the claimed boehmite, 
however, the patent issued to Prescher et al., teach flame retardant composition 
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comprising boehmite particles having a diameter ranging from .7 to 1 .2 microns 
(abstract). Prescher et al., teach employing from 55-75 wt % of the boehmite (column 2, 
20-30). Prescher et al., specifically teach that boehmite possesses the following 
characteristics: easy handling, easily dispersed, balanced mechanical properties, 
adequate chemical resistance, cost effective, desirable processing temperatures and 
high extrusion speed (column 3, 25-50). 

Cooray et al., does not teach the claimed range, however, it is the position of the 
Examiner that absent unexpected results it would have been obvious to one having 
ordinary skill in the art to optimize the amount of boehmite particles in the composition 
provided by the combination of Asano et al., in view of Prescher et al. It has been held 
that where the general conditions of a claim are disclosed in the prior art, discovering 
the optimum or workable ranges involves only routine skill in the art. In re Aller, 105 
USPQ 233 

Therefore, motivated by the desire to provide a flame retardant composition it 
would have been obvious to one having ordinary skill in the art at the time the invention 
was made to formulate the halogen free epoxy resin of Asano et al., with the boehmite 
particles taught by Prescher et al. Specific motivation to employ the boehmite particles 
of Cooray et al., is found in the desirable characteristics disclosed by Prescher et al. 
(e.g., easy handling, easily dispersed, balanced mechanical properties, adequate 
chemical resistance, cost effective, desirable processing temperatures and high 
extrusion speed). 
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4. Claims 24-25, 28 and 31 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Asano et al., JP 1 1279258 in view of Prescher et al., US 6,143,816 
and further in view of Okamoto et al., US 4,224,302. 

The combination Asano et al., in view of Prescher et al., does not teach the 
claimed specific surface and bulk density values, however, the patent issued to 
Okamoto et al., teach a process form forming boehmite particles having the claimed 
bulk density and specific surface values. Said particles exhibit high mechanical strength 
(abstract, column 1, 19-25 and column 7, table 1, 35-55). 

Therefore, motivated by the desire to impart high mechanical strength to epoxy 
formulations, it would have been obvious to one having ordinary skill in the art the time 
the invention was made to formulate the epoxy resin of Asano et al., in view of Prescher 
et al., with the boehmite particles of Okamoto et al. 

Conclusion 

5. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to LYNDA M. SALVATORE whose telephone number is 
(571)272-1482. The examiner can normally be reached on M-F. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Hendricks Keith can be reached on 571-272-1401 . The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

December 1 8 th , 2009 /Lynda Salvatore/ 

Art Unit 1794 Primary Examiner 



